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Directions, conditions, and your professional commitments

This is a twenty-four (24) hour, take-home examination.  You have 24 hours from the time you pick up this examination at the Office of the Registrar to return your completed examination answer back to the Office of the Registrar.   

Remember that your submitted examination answer MUST have only your LLS ID Number and may not have your name on any pages.  Please make sure that the examination answer has page numbers, preferably with your LLS ID Number AND the page number in the footer on each page.  (This ensures that if any pages get detached, they can be properly credited.)
Once you have received this examination, you may not discuss it with anyone prior to the end of the examination period.  Nor may you discuss the examination at ANY time with any student in the class who has not taken it.  You may NOT collaborate on the exam.  

This is an open book, take home examination.  Professor Hughes permits you to use any and all inanimate resources.  
By turning in your answers you certify that you did not gain advance knowledge of the contents of the examination, that the answers are entirely your own work, and that you complied with all relevant Loyola Law School rules.  Detected violation of any of these requirements will lead to discipline by the Academic Standing Committee.
The Examination consists of two parts.  Part I is a set of true/false questions.   Part II consists of one essay question with a 2000 word limit.  Please give a word count at the end of the essay answer.  Professor Hughes takes on no obligation to read beyond the essay’s word limit.  The illustrations (“exhibits”) appear at the end of this document.  

GOOD LUCK

Happy summer to all, congratulations to graduates, and thanks for a fun class.
I. True/False Questions

(30 points)

This part of the exam is worth 30 points.  Each answer is worth 2 points.  There are 17 questions, so in the same spirit as the LSAT and other standardized tests, you can get two wrong and still get a maximum score (30 points) on this section.   

Please provide your answers to this section as a single column series, numbered 1 to 17, with “T” or “F” beside each number.  Make sure these T/F answers are on a separate page from the essay.

If you are concerned about a question being unclear, you may write a note at the end, but only do so if you believe that there is a fundamental ambiguity in the question.

SOME GENERAL QUESTIONS

01.

In Crash Dummy Movie v. Mattel (2010), the Federal Circuit concluded that Lanham §45 established an irrebutable presumption of abandonment after “[n]onuse for three consecutive years.”
02.

In a situation in which customers may be initially confused as to the source of the goods, but are NOT confused at the time the customers purchase the goods, any actionable claim for trademark infringement must be characterized as “reverse confusion.”  
03.

Under the TTAB’s analysis in In re Joint-Stock Company “Baik,” if a rum called MONTEGO BAY is produced near Montego Bay, Jamaica, then a trademark examiner can presume a “good/place association” between rum and that area in Jamaica when considering whether the mark MONTEGO BAY is primarily geographically descriptive of the goods. 
04.

According to the TTAB’s 2010 Bayer Aktiengesellschaft v. Stamatios decision, the third element of the In re Budge test “distinguishes marks that are deceptive from marks that are merely deceptively misdescriptive.”  
05.

The federal dilution act – codified at 15 U.S.C. 1125(c) – provides a cause of action for likelihood of dilution of “famous” trademarks and actual dilution of all federally registered trademarks.
Mister Snickers
“Mister Choc” is a European brand of inexpensive, quasi-generic candy bars.    Mister Choc seems to specialize in candy bars that imitate well-known brands.  For example, Exhibit “A” shows the Mars Company’s TWIX candy bar next to Mister Choc’s “Caramel Biscuit” as it is sold in Europe.
Mars Company investigators have recently found that Mister Choc’s “Peanut Choco” bar is being imported and sold widely in small grocery shops in working class neighborhoods in California and Texas.  “Peanut Choco” has a nougat layer on the bottom, a caramel layer with peanuts on top, and a milk chocolate coating.
Mars Company lawyers believe that the “Peanut Choco” bar bears an uncanny resemblance to a SNICKERS bar.  You can do your own evaluation looking at Exhibit “B” [SNICKERS bars] and Exhibit “C” [MISTER CHOC Peanut Choco]. Assume that Mars is considering bringing suit against the MISTER CHOC Peanut Choc bar.
06.

Based on everything you see in the exhibits, of the possible claims for trademark infringement that Mars might bring, the strongest will probably be infringement of the product design trade dress.
07.

If it shown that in manufacturing this sort of candy bar, the nougat layer should be on the bottom because of weight and the wavy appearance of the chocolate on top comes from an economical way to coat the bar, all things being equal, this will support Mars’ claim for trade dress protection of the SNICKERS bar.
08.

The reasoning in Munsingwear v. Jockey strongly supports Mars claim that the similarity of the two chocolate bars as seen outside their wrappers will cause a likelihood of confusion among candy bar consumers.  
09.

Once Mars establishes that the name SNICKERS is a famous trademark, they will also be able to sue Mister Choc for dilution of the trade dress even though Mister Choc does not use the word “Snickers” on its packaging.
California apparel
You are a newly hired Trademark Examiner at USPTO and you have been given a dossier of registration applications.  One of these applications is from “Unionmade,” a clothing boutique in Los Angeles.  Sample of the Unionmade storefronts in The Grove and Brentwood are shown in Exhibit D.
10.

If the Unionmade boutiques source their clothes mainly from Asia and do not require the Asian factories to be unionized, then this mark will likely be misdescriptive under the first step of the In re Budge test.
11.

Even if the first Unionmade boutiques were opened in 2009 and have operated continuously since then, this will be insufficient time for the “Unionmade” name to acquire secondary meaning. 
12.

Separate from the question of “deceptiveness,” the AFL-CIO, the umbrella organization for labor unions in the U.S., has a colorable basis to oppose the application under Lanham §2(a).
MORE GENERAL QUESTIONS . . . 

13.

If someone unknown to the family of Prince Rogers Nelson (the musician Prince) tried to register PRINCE  as a trademark for electric guitars, the family could oppose the registration under both Lanham §2(a) and Lanham §2(c).
14.

In applications to register sound trademarks at USPTO, the sound mark must be presented in an appropriate written description such as, but not limited to, musical notation.
15.

If the symbol 

did not exist prior to Prince’s creation, adoption, and commercial use of it in 1993, then Prince could have registered it as a trademark (for music and/or entertainment services) in 1993 without proof of secondary meaning.  
16.

To determine if a defendant has engaged in a bona fide descriptive fair use under Lanham §33(b)(4), we apply the four part test set out by Judge Kozinski in Rogers v. Grimaldi. 

17.

The court in Hershey Company v. Art Van Furniture (E.D. Mich 2008) adopted the view of the 4th Circuit in Louis Vuitton Malletier v. Haute Diggity Dog (2007) that a successful parody defense against a dilution claim requires that the defendant’s use “convey two simultaneous – and contradictory – messages: that it is the original, but also that it is not the original and is instead a parody.”
FUNDAMENTAL AMBIGUITIES?  Note them with your T-F answers!

II.  Essay Question

(70 points - 2000 words maximum)

[The following essay question is based on real events, but assume all the facts here are true.  Do not draw upon any facts from outside the exam question and webpages that it references; treat all facts represented as current.  Remember to give the word count for the essay at the end  and that Professor Hughes will not read beyond the word limit.]

You are a new associate in a law firm and working in the firm’s intellectual property group, headed by Mona L. Jaconde.  Ms. Jaconde was recently contacted by Hariko Manjitu, the deputy general counsel of Pfizer, the international pharmaceutical company.  Ms. Manjitu explained her situation to Ms. Jaconde in a long phone call; Ms. Jaconde took careful notes.   

The two have agreed to meet tomorrow, but Ms. Jaconde is in Sacramento today meeting with other clients on a patent litigation and she cannot work on this problem.  She needs a short memorandum from you – no more than 2000 words -- to prepare her for the meeting tomorrow with Manjitu.   Below is the situation as Jaconde explained it to you.   

* * * * *

In the 1990s, one of Pfizer’s research and development laboratories synthesized a molecule known as “Sildenafil.”  Sildenafil was patented in 1996 and, after extensive clinical testing, was approved for treatment of erectile dysfunction by the Food and Drug Administration on March 27, 1998.    On June 2, 1998, the U.S. Patent and Trademark Office (USPTO) approved Pfizer’s application to register the trademark VIAGRA (USPTO Registration # 2162548).  Marketing of Sildenafil as VIAGRA began later that year, with Pfizer using a distinctive blue, diamond-shaped pill.   The blue diamond-shaped pill is also a registered trademark (USPTO Registration # 2593407, described as “[t]he mark consists in part of the configuration of the goods consisting of a diamond-shaped dosage tablet, combined with the color blue as applied to the entire surface of the goods.”)

The VIAGRA trademark registration was renewed pursuant to Lanham §9 on July 18, 2007; it and the pill trade dress registration remain valid.   Pfizer also markets to the Latino community with a slogan VIVA VIAGRA, which was registered with USPTO in 2009  (USPTO Registration #3690609).  The standard VIAGRA package is shown in Exhibit E.
After its 1998 introduction, VIAGRA soon became one of the world’s best known drugs, with sales peaking in 2008 at $1.9 billion.  According to Wikipedia, “[t]he Viagra name has become so well known, many fake aphrodisiacs now call themselves ‘herbal viagra’ or are presented as blue tablets imitating the shape and colour of Pfizer's product. Viagra is also informally known as ‘vitamin V’, ‘the blue pill’, or ‘blue diamond,’ as well as various other nicknames.” https://en.wikipedia.org/wiki/Sildenafil.   Because counterfeiting and “knock-offs” of VIAGRA are so common, Pfizer only sues infringers selectively and pushes for law enforcement to take action against products which pose a health risk to consumers. 
“Guarana” is a climbing tropical plant that is common in Brazil.  Because guarana seeds have about twice the caffeine concentration as coffee beans guarana became a popular ingredient in, first, soft drinks in Brazil (such as GUARANA ANTARTICA brand) and, later, in “energy drinks” popular in North America and Europe.   Again, according to Wikipedia, “Rockstar, Monster, Bawls and Red Bull are also [energy drink] brands which contain guarana in some varieties.”  https://en.wikipedia.org/wiki/Guarana#Uses. 
For some time now Pfizer has been monitoring the activities of Podrobione Corporation, a Polish company making an energy drink called “Viaguara” or “ViaGuará” which is – like other energy drinks – made with some guarana extract.  Photos of the energy drink cans are shown in Exhibit F.   Pfizer successfully opposed Podrobione‘s attempt to register VIAGUARA as a trademark in the European Union but has never sued Podrobione for infringement in any European court.

Ms. Majitu has just learned that Podrobione has started importing Viaguara energy drink into the United States through a subsidiary, ViaGuará US, which has a new contract with GNC health and nutrition stores to carry the energy drink in 250 stores on the west coast and for online sales.  GNC already carries a variety of energy drinks [http://www.gnc.com/Sports-Nutrition/Energy-Endurance/Energy-Drinks/family.jsp?page=1&categoryId=2104759&size=-1].  Other GNC product categories include “sport nutrition,” “fish oil,’ “sexual health,” and “diet”  (http://www.gnc.com/home/index.jsp.)
To complicate matters further, ViaGuará US has announced the debut of ViaGuará Guarana Flavored Vodka with distributors in several parts of the United States.  See the press release at Exhibit G and the bottle design for the vodka shown in greater detail in Exhibit H.    Although the press release comes from 2011, assume for purposes of your memo that these events have just happened and that ViaGuará US has also announced a distribution deal in the western United States.
Pfizer has also learned that the ViaGuará vodka product is being “distilled and bottled at historic Lawrenceburg Distillers Indiana, one of the world’s best performing and oldest independent distillery’s in the United States with more than 100 years tradition.”  http://www.prweb.com/releases/2011/4/prweb8357126.htm.   
Pfizer has additionally learned that ViaGuará US is considering promoting their vodka with the campaign slogan “Paint the night blue” and are in negotiations to be the official vodka sponsor of the Blue Note Jazz Festival (http://bluenotejazzfestival.com/).
Please write a maximum 2000 word memo for Ms. Jaconde to prep her for the meeting with Ms. Manjitu.  Your memo should lay out the basic claims that Pfizer might bring, against whom, how a court would conduct an analysis of those claims, what defenses, if any, might be raised, and how those defenses would be analyzed.  

END OF WRITTEN EXAMINATION – EXHIBITS FOLLOW

EXHIBITS

EXHIBIT A – TWIX and MISTER CHOC Caramel Biscuit
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EXHIBIT B –  SNICKERS bars
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EXHIBIT C
- 
MISTER CHOC Peanut Choco bars
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EXHIBIT D – UNIONMADE
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EXHIBIT E
- 
VIAGRA 
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EXHIBIT F
- 
“Viaguara” energy drink
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EXHIBIT G
- 
“Viaguara” Vodka press release
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ViaGuara US Inc., Contracts with Myssura Trading
Co., for Guarana Flavored Vodka Distribution in
New York and New Jersey

Share Article
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Myssura Trading Co., NY contracted with ViaGuara US, Inc. to distribute ViaGuara’'s debut brand
spirit, Guarana Flavored Vodka, in New York and New Jersey. ViaGuara also announced that
further distribution contracts are pending, and they expect ViaGuara to be distributed throughout
New York and also Nevada very soon.

LAS VEGAS, NV (PRWEB) JUNE 01, 2011

"ViaGuara Guarana Flavored Vodka is launched!” announced
Mirek Wierzbowski, ViaGuara US, Inc.'s co-founder. "We're
delighted to announce that Myssura Trading Co., NY won the
distribution rights to our flagship debut spirit, Guarana Flavored
Vodka. Myssura Trading is delivering our flavored spirit, Guarana
Flavored Vodka, in its distinctive free-flow, gray amethyst bottles
to New York State and New Jersey, and we're moving forward
with our plans to expand distribution throughout all of New York
and also in Nevada.'

ViaGuard Guarana

As stated in the 4/30/2011 PRWEB announcement, ViaGuara's Flavored Vodka
Guarana Flavored Vodka is the quintessence of a flavored liquor

fusing Brazilian guarana, Madagascar ginger and premium vodka

for the warmth and superlative taste of a tropical paradise. This "Myssura Trading
satisfying elixir — its stimulating but sultry taste is unique to the Co. NY won the
American market and without parallel — no close contenders! '
Only wannabees! - created excitement among distributors, who -
despite the adage that the vodka market is overcrowded — are

distribution rights
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press release (continued)
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always looking for a peerless adult beverage, particularly for their 10 our ﬂagship

vodka connoisseurs, although Guarana Flavored Vodka blend L

appeals to a variety of palates. gebUt Splll’:llt, d
uarana riavore

ViaGuara US Inc. expects to announce momentarily that its Vodka in New

spirited nectar will be available in the Nevada/Las Vegas market
and elsewhere very soon. “Contract negotiations for distribution York and New
rights USA-wide are in full swing,” commented Mr. Wierzbowski. Jersey and
“Expect further announcements in the near future. Guarana contract

Flavored Vodka IS coming to you! negotiations for

Product Name: ViaGuara Guarana Flavored Vodka. Volume: 750 distribution rights
ml. Suggested Retail Price: $19.99. Alcohol Content: 40%. USA-wide are in
Packaging: 12 bottles. Date Available: Gradual release starting

March, 2011. Sales Area: Select US Markets. full swing

About ViaGuara US: ViaGuara Vodka is a memorable spirit

produced and marketed by the ViaGaura US Corporation. Crafted

from more than 500 years of East European vodka heritage, ViaGuara is the first to employ the
advantages of guarana and ginger resulting in a distinctively superlative spirit. ViaGuara is
distilled and bottled at historic Lawrenceburg Distillers Indiana, one of the world’s oldest and
best performing independent distilleries in the United States with more than 100 years tradition.
For more information about the ViaGuarg, please visit http://www.ViaGuara.us. Please enjoy
ViaGuara brand vodka responsibly.

Contact:

Robert Kobylarz - Director
Tel. 702.577.8487
BogdanK(at)ViaGuara(dot)US

ViaGuara US Inc.

3320 West Sahara Avenue, Suite 380
Las Vegas, NV 89101

Tel. 701.686.9679

Operations Office
8785 South Sutton Way
Salt Lake City, UT 84121
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EXHIBIT H
- 
Viaguara Vodka bottle
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